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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 10-12 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 10-12 recite "software for installation". This subject matter is not limited to that 
which falls within a statutory category of invention because it is not limited to a process, 
machine, manufacture, or a composition of matter. Software does not fall within a statutory 
category since it is clearly not a series of steps or acts to constitute a process, not a mechanical 
device or combination of mechanical devices to constitute a machine, not a tangible physical 
article or object which is some form of matter to be a product and constitute a manufacture, and 
not a composition of two or more substances to constitute a composition of matter. 

However, in contrast, a claimed computer-readable medium encoded with a computer 
program is a computer element which defines structural and functional interrelationships 
between the computer program and the rest of the computer which permit the computer 
program's functionality to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 32 
USPQ2d at 1035 (MPEP 2106.01.1). Any amendment to the claim would be commensurate with 
its corresponding disclosure. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Ellis et al. (US 

2002/0174430 Al). 

Regarding Claim 1, Ellis et al. teaches a data processing system for recording content 
items in a storage medium (Paragraphs [0473,0481]), wherein: 

• the system maintains a list with at least a particular one of the recorded content items 
scheduled for being deleted (Figs. 52-55B; Paragraphs [0358,0362,0363]) from the 
storage medium (Paragraph [0025]) to provide storage capacity for a new content item 
scheduled for being recorded (Paragraph [0202,0318] - deletion to provide storage for 
recorded items); and 

• the system has an output for providing a representation of the list indicating an order 
wherein the particular recorded items are scheduled for being deleted (Figs. 52-55 - 
delete priority order). 

Regarding Claim 2, Ellis et al. teaches the system of claim 1, operative to notify the 
user of the list upon a predetermined event (in at least Figs. 35, 2126; 37, 2330 - deletion 
priority). 
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Regarding Claim 3, Ellis et al. teaches the system of claim 1, operative to enable a user 
to modify the list (in at least Figs. 37, 2330; 38; 51-55 - edit setup of deletion along with moving 
up or down; Paragraphs [0351-0361] - user enablement of selection and modification). 

Regarding Claim 4, Ellis et al. teaches the system of claim 3, enabling a user to modify 
the order (in at least Figs. 37, 2330; 38; 51-55 - edit setup of deletion along with moving up or 
down; Paragraphs [0351-0361] - user enablement of selection and modification). 

Regarding Claim 5, Ellis et al. teaches a method of providing a service to a user, the 
method comprising: 

• controlling storage capacity for storing electronic content items (Figs. 9, 920; 10; 
Paragraphs [0219,0220] - recording space available); 

• maintaining a list with at least a particular one of the recorded content items scheduled 
for being deleted (Figs. 52-55B; Paragraphs [0358,0362,0363]) to provide storage 
capacity for a new content item scheduled for being recorded (Paragraph [0202,0318] - 
deletion to provide storage for recorded items); and 

• providing a representation of the list indicating an order wherein the particular items are 
scheduled for being deleted (Figs. 52-55 - delete priority order). 

Regarding Claim 6, Ellis et al. teaches the method of claim 5, comprising enabling a 
user to be notified of the list (in at least Figs. 35, 2126; 37, 2330 - deletion priority). 
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Regarding Claim 7, Ellis et al. teaches the method of claim 5, comprising enabling a 
user to modify the list (in at least Figs. 37, 2330; 38; 51-55 - edit setup of deletion along with 
moving up or down; Paragraphs [0351-0361] - user enablement of selection and modification). 

Regarding Claim 8, Ellis et al. teaches the method of claim 7, comprising enabling the 
user to modify the order (in at least Figs. 37, 2330; 38; 51-55 - edit setup of deletion along with 
moving up or down; Paragraphs [0351-0361] - user enablement of selection and modification). 

Regarding Claim 9, Ellis et al. teaches the method of claim 5, comprising providing the 
storage capacity (Figs. 9, 920; 10; Paragraphs [0219,0220] - recording space available). 

Regarding Claim 10, Ellis et al. teaches Software for installation on a PVR for 
(Paragraph [0179]): 

• enabling to maintain a list with one or more particular ones of multiple content items 
recorded at the PVR (Paragraphs [001 0-00 14; 0023-0026]) that are scheduled for being 
deleted (Figs. 52-55B; Paragraphs [0358,0362,0363]) to provide storage capacity for a 
new content item scheduled for being recorded (Paragraph [0202,0318] - deletion to 
provide storage for recorded items); and for 

• enabling to provide a representation of the list indicating an order wherein the particular 
items are scheduled for being deleted (Figs. 52-55 - delete priority order). 

Regarding Claim 11, Ellis et al. teaches the software of claim 10, enabling the user to 
modify the list (in at least Figs. 37, 2330; 38; 51-55 - edit setup of deletion along with moving up 
or down; Paragraphs [0351-0361] - user enablement of selection and modification). 
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Regarding Claim 12, Ellis et al. teaches the software of claim 10, enabling the user to 
modify the order (in at least Figs. 37, 2330; 38; 51-55 - edit setup of deletion along with moving 
up or down; Paragraphs [0351-0361] - user enablement of selection and modification). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Michael Choi whose telephone number is (571 ) 272-9594. The examiner 
can normally be reached on Monday - Friday 9:00AM - 5:30PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on (571) 272-7905. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Marsha D. Banks-Harold/ 

Supervisory Patent Examiner, Art Unit 2621 

/M. CI 

Examiner, Art Unit 2621 



